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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 03 
October 2006 has been entered. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the Invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 10,13-16 and 19-21 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Shiraishi et al. (JP 2002-074870). 

With respect to claims 10 and 13-15, Shiraishi et al. (JP 2002-074870) teach an 
actuator component (52) comprising at least one layer of electrically-conductive material 
(includes lower-most 61 , for instance); and at least one layer of electrically-insulative 
material (includes at least one layer of 60 above lower-most 61 . for instance), wherein 
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the conductive material and the insulative material are to be applied to an actuator 
finger (52a, for instance) one layer upon another in an alternating manner (as shown in 
FIG. 6, for instance); and the layer of insulative material is wider than the layer of 
conductive material (as shown in FIGS. 5-6, for instance, i.e., the insulative material 
completely covers the conductive material) such that an insulative layer, applied to the 
actuator finger and sandwiching a conductive layer between the insulative layer and the 
actuator finger (as shown in FIG. 5 relative to FIG. 6, for instance), at least partially 
encloses and electrically isolates the conductive layer latitudinal to the actuator finger 
(as shown In FIGS. 5-6, for instance) [as per claim 10]; wherein the Insulative material is 
a piezoelectric ceramic material (paragraph [0055], for instance) [as per claim 13]; 
wherein the insulative material is lead zirconate titanate (paragraph [0055], for instance) 
[as per claim 14]; and wherein the actuator finger is a hard disk (10) drive micro- 
actuator finger (52a, for instance) [as per claim 15]. As the claims are directed to an 
"actuator component", per se, the method limitations appearing In lines 4-5 of claim 10, 
for instance, can only be accorded weight to the extent that they affect the structure of 
the completed "actuator component". Note that "[d]eterminatlon of patentability in 
'product-by-process' claims is based on product itself, even though such claims are 
limited and defined by process [I.e., "applied to an actuator finger one layer upon 
another in an alternating manner", for instance], and thus product in such claim is 
unpatentable if it is the same as, or obvious fomi, product of prior art, even if prior 
product was made by a different process". In re Thorpe, et al., 227 USPQ 964 (CAFC 
1985). Furthermore, note that a "[p]roduct-by-process claim, although reciting subject 
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matter of claim in tenns of how it is made [i.e., "applied to an actuator finger one layer 
upon another in an altemating manner", for instance], is still product claim; it is 
patentability of product claimed and not recited process steps that must be established, 
in spite of fact that claim may recite only process limitations", In re Hirao and Sato, 190 
USPQ 685 (CCPA 1976). In this instance, the structure of the completed "actuator 
component" as claimed would be no different than the structure of the "actuator 
componenf taught by Shiraishi et al. (JP 2002-074870). 

With respect to claims 16 and 19-21 , Shiraishi et al. (JP 2002-074870) teach a 
piezoelectric actuator (52) comprising an actuator finger (52a, for instance) to receive 
application of at least one layer of electrically-conductive material (includes lower-most 
61 , for instance) and at least one layer of electrically-insulative material (includes at 
least one layer of 60 above lower-most 61, for instance), the application being one layer 
upon another in an alternating manner (as shown in FIG. 6, for instance), wherein the 
layer of insulative material is wider than the layer of conductive material (as shown in 
FIGS. 5-6, for instance, i.e., the insulative material completely covers the conductive 
material) such that an Insulative layer, applied to the actuator finger and sandwiching a 
conductive layer between the insulative layer and the actuator finger (as shown in FIG. 
5 relative to FIG. 6, for instance), at least partially encloses and electrically isolates the 
conductive layer latitudinal to the actuator finger (as shown in FIGS. 5-6, for instance) 
[as per claim 16]; wherein the insulative material is a piezoelectric ceramic material 
(paragraph [0055], for instance) [as per claim 19]; wherein the insulative material is lead 
zirconate titanate (paragraph [0055], for instance) [as per claim 20]; and wherein the 
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actuator finger is a hard disl< (10) drive micro-actuator finger (52a, for instance) [as per 
claim 21]. As the claims are directed to an "piezoelectric actuator", per se, the method 
limitations appearing In lines 2-4 of claim 16, for Instance, can only be accorded weight 
to the extent that they affect the stmcture of the completed "piezoelectric actuator". 
Note that "[d]etermination of patentability In 'product-by-process' claims is based on 
product itself, even though such claims are limited and defined by process [I.e., "receive 
application... one layer upon another In an alternating manner", for Instance], and thus 
product in such claim is unpatentable if it is the same as, or obvious form, product of 
prior art, even if prior product was made by a different process." See In re Thorpe, et 
al., supra. Furthermore, note that a "[p]roduct-by-process claim, although reciting 
subject matter of claim In terms of how it is made [I.e., "receive application... one layer 
upon another in an alternating manner", for instance], Is still product claim; it is 
patentability of product claimed and not recited process steps that must be established. 
In spite of fact that claim may recite only process limitations." See In re Hirao and Sato, 
supra. In this instance, the structure of the completed "piezoelectric actuator" as 
claimed would be no different than the structure of the "piezoelectric actuator" taught by 
Shiraishi et al. (JP 2002-074870). 

Claim Rejections - 35 USC § 103 
4. The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 1-12 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shiraishi et al. (JP 2002-074870). 

Shiraishi et al. (JP 2002-074870) teach the component/actuator as detailed in 
paragraph 3, supra. Shiraishi et al. (JP 2002-074870), however, remain silent as to the 
conductive material being a "metal," as per claims 1 1 and 17, selected from the group 
"consisting of Gold, Platinum, and Copper," as per claims 12 and 18. 

Official notice is taken of the fact that metal selected from the group consisting of 
gold, platinum and copper is a notoriously old and well known conductive material in the 
art in the same field of endeavor. It would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to have had the conductive 
material of Shiraishi et al. (JP 2002-074870) be a metal selected from the group 
consisting of gold, platinum and copper. The rationale is as follows: 

One of ordinary skill in the art would have been motivated to have had the 
conductive material of Shiraishi et al. (JP 2002-074870) be a metal selected from the 
group consisting of gold, platinum and copper since such is a notoriously old and well 
known conductive material in the art in the same field of endeavor, and since selecting a 
known material on the basis of its suitability for the intended use is within the level of 
ordinary skill in the art. In re Leshin, 125 USPQ 416 (CCPA 1960). 
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Pertinent Prior Art 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. This Includes O'Neill (US 2002/0097663), which teaches an 
actuator component comprising at least one layer of electrically-conductive material and 
at least one layer of electrlcally-lnsulatlve material wherein the conductive material and 
the insulative material are to be applied to an actuator finger one layer upon another in 
an alternating manner and the layer of Insulative material Is wider than the layer of 
conductive material such that an insulative layer, applied to the actuator finger and 
sandwiching a conductive layer between the insulative layer and the actuator finger, at 
least partially encloses and electrically isolates the conductive layer latitudinal to the 
actuator finger. 



Response to Arguments 

7. Applicant's arguments filed 03 October 2006 have been fully considered but they 
are not persuasive. 

The applicant argues "ShiralshI does not teach, suggest or describe at least '[a]n 
actuator component comprising: at least one layer of electrically-conductive material; 
and at least one layer of electrically-lnsulative material ... sandwiching a conductive 
layer between said insulative layer and said actuator finger..." (e.g., as described in 
claim 10)." This argument, however, is not found to be persuasive because of the 
following: Firstly, the "actuator finger" Is never positively set forth in independent claim 
10, I.e., 1o be applied to an actuator finger" is not a positive recitation of structure, but 
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merely an intention of use. Nevertheless, Shiraishi et al. (JP 2002-074870) does teach 
an actuator component comprising at least one layer of electrically-conductive material 
(includes lower-most 61 , for Instance); and at least one layer of electrically-insulative 
material (includes at least one layer of 60 above lower-most 61 , for instance) 
sandwiching a conductive layer (includes lower-most 61 , for Instance) between the 
insulative layer (includes layer of 60 above lower-most 61, for instance) and an actuator 
finger (52a, for instance, as shown In FIG. 5 relative to FIG. 6, for instance, i.e., when 
52b (shown in FIGS. 5 and 6) is placed on the actuator finger (52a, as shown in FIG. 5), 
a conductive layer will be sandwiched between an insulative layer and the actuator 
finger). Additionally, it should be noted that the claims do not preclude other layers (62, 
for instance) from also being sandwiched between the insulative layer and the actuator 
finger. 

The applicant also questions whether element "61" is Indeed "conductive 
material" and whether element "60" is indeed "insulative material". In paragraph [0051] 
of Shiraishi et al. (JP 2002-074870), element "61" Is disclosed as a signal-electrode 
layer. Signal-electrode layers are made of conductive material. In paragraph [0052] of 
Shiraishi et al. (JP 2002-074870), element "60" is disclosed as being PZT. PZT is 
Insulative material. 

Conclusion 

8. All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.1 14 and could have been finally rejected on the 
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grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1 .114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.1 14. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Craig A. Renner whose telephone number is (571) 272- 
7580. The examiner can normally be reached on Monday-Tuesday & Thursday-Friday 
9:00 AM -7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa T. Nguyen can be reached on (571 ) 272-7579. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infomiatlon Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Cr^g A. Renner 
Primary Examiner 
Art Unit 2627 
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